REMARKS 

It was advanced that Applicant's reply was not fully responsive and more detailed 
arguments requested. The following provides more detailed arguments pursuant to the 
Examiner's request and is believed to overcome the Examiner's objection. In addition, claim 31 
has been amended to reintroduce antecedent basis for "said ends" which was inadvertently 
deleted in the previous amendment. Further, claims 39-47 were added by way of this 
amendment. Applicant respectfully requests examination of the new claims. No new matter is 
believed to have been introduced by way of this amendment. 

Discussion 

Section 102 

Claims 31-33 and 35-38 were rejected under 35 U.S.C. §102 (e) as being anticipated by 
McGuckin, Jr. et al. (U.S. Patent No.6, 749, 622). Withdrawal of this rejection is respectfully 
requested. 

Claim 31 as amended recites : 

A method for closing an opening in tissue having an outer 
surface and in inner surface comprising [[the steps of]]: 

introducing a self-closing clip comprising an 
elongated member having ends and a pair of biasing mechanisms 
coupled to said member, said elongated member comprising shape 
memory material and having a memory set closed configuration 
from which it is moveable to a plurality of open configurations, 
said biasing mechanisms being selectively adjustable to bias the 
self-closing clip toward any of said plurality of open 
configurations, each biasing mechanisms comprising a biasing 
member and an actuator, each biasing member adapted to apply a 
biasing force to said elongated member to urge said elongated 
member away from said closed configuration, and each actuator 
being coupled to one of said biasing members and adapted to 
activate said biasing member to apply said biasing force to said 
elongated member; 

positioning the self-closing clip in an open 
configuration with said ends directed toward the inner surface of 
the tissue; 

passing said ends through the tissue adjacent to the 

opening; 

closing the opening; and 

allowing the self-closing clip to return toward its 
closed configuration. 
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McGuckin, Jr. et al. clearly does not disclose or suggest "introducing a self-closing clip 
comprising an elongated member having ends and a pair of biasing mechanisms coupled to said 
member, said elongated member comprising shape memory material and having a memory set 
closed configuration from which it is moveable to a plurality of open configurations, said biasing 
mechanisms being selectively adjustable to bias the self-closing clip toward any of said plurality 
of open configurations, each biasing mechanisms comprising a biasing member and an actuator, 
each biasing member adapted to apply a biasing force to said elongated member to urge said 
elongated member away from said closed configuration, and each actuator being coupled to one 
of said biasing members and adapted to activate said biasing member to apply said biasing force 
to said elongated member" as set forth in claim 3 1 . 

Section 103 

Claim 34 was rejected under 35 U.S.C. § 103(a) as being unpatentable over McGuckin, Jr. et 
al. (U.S. Patent No. 6, 749, 622). Since McGuckin, Jr. et al. does not anticipate claim 31 from 
which claim 34 depends, withdrawal of this rejection is respectfully requested. Further, there is no 
suggestion in McGuckin, Jr. et al. to make the proposed modification to the McGuckin method. 

New Claim 39 from which claims 40-46 depend recites : 

A method for closing an opening in tissue having an outer 
surface and an inner surface comprising: 

introducing a self-closing clip, which has ends, an open 
configuration and a memory set closed configuration, through the 
opening; 

positioning the self-closing clip in an open configuration 
with said ends directed toward the inner surface of the tissue; 

passing said ends through the tissue adjacent to the 
opening; 

closing the opening; and 

subsequently allowing the self-closing clip to return toward 
its closed configuration. 

Referring to paragraph 37 of Applicant's specification, which describes one exemplary 
embodiment, it is stated that clip 10 can be arranged in at least two configurations: an open 
configuration 20 (FIGS. 2B-D) and a closed configuration 30 (FIG. 2E). Open configuration 20 
is used to allow piercing members 12 to pierce wall W as shown in FIGS. 1B-C and 2B-C. After 
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the tissue is moved along the clip to close the opening as shown in FIGS. IE and 2E, the clip is 
allowed to return to its closed configuration 30, where it holds the tissue edges together... The 
surgeon brings the tissue edges together along the clip with the surgeon's fingers or an 
instrument. . .Clip 10 is then closed or allowed to self-close, when a self-closing clip is used. . . 
thereby securing or holding together the opposing sides or tissue edges of opening O. 

McGuckin, Jr. et al. does not disclose or suggest "closing the opening and subsequently 
allowing the self-closing clip to return toward its closed configuration" as set forth in claim 39. 
McGuckin, Jr. et al. discloses using the memory shape characteristic of the clip to draw the tissue 
together (col. 12, line 30). The McGuckin clip ends penetrate the vessel wall and urge the 
respective penetrated portion of the wall and vessel towards one another, thereby closing the 
aperture (col. 11, lines 48-52). 

New claim 47 recites : 

A method for closing an opening in tissue having an outer surface 
and an inner surface comprising: 

introducing a self-closing clip, which has ends, a generally U- 
shaped open configuration and a memory set closed loop configuration, 
through the opening; 

positioning the self-closing clip in said open configuration with 
said ends directed toward the inner surface of the tissue; 

passing said ends through the tissue adjacent to the opening; and 

allowing the self-closing clip to return toward its closed 
configuration. 

McGuckin, Jr. et al. does not disclose or suggest a clip having a generally U-shaped open 
configuration and a memory set closed loop configuration as claimed in claim 47. 

Applicant submits that the pending claims are now in condition for allowance and 
respectfully requests the issuance of a formal Notice of Allowance at an early date. If a 
telephone interview would advance prosecution of the application, the Examiner is invited to 
telephone the undersigned at the number provided below. 

In the unlikely event that the transmittal letter is separated from this document and/or the 
Patent Office determines that an extension and/or other relief is required, Applicant petitions for 
any required relief including extensions of time and authorizes the Commissioner to charge the 
cost of such petitions and/or other fees due, including additional claims fees, in connection with 
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the filing of this document to Deposit Account No. 13-2546 referencing Attorney Docket No. £2 



21900.00. 



Respectfully submitted, 



Date : August 



,2006 




Jeffrey 3. Hbhffashell, Reg. No. 34,109 
Senior Patent Attorney 
Medtronic, Inc. 
7601 Northland Drive 
Minneapolis, MN 55428 
Tel. 763.391.9661 
Fax. 763.391.9668 
Customer No.: 27581 
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